Attorney's Docket No.: 14603-01 6US.I 
Client's Ref.: P2003,0256USN 

IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant : Wolfgang Hoss Art Unit : Not Yet Assigned 

Serial No. : 10/554,970 Examiner : Not Yet Assigned 

Filed : October 27, 2005 
Title : FLIP-FLOP CIRCUIT ASSEMBLY 

Mail Stop Petitions 
Commissioner for Patents 
P.0, Box 1450 
Alexandria, VA 22313-1450 

RENEWED PETITION UNDER 37 C.F.R. 1.470)) 
TO PROCEED WITHOUT SIGNATURE OF THE SOLE INVENTOR 

Oh February 5, 2007, the Assignee filed a Petition Under 37 CF.R, 1.47(h), with 
appropriate supporting documentation, to proceed without the signature of the sole inventor, 
Wolfgang Hoss. On June 1, 2007, a Decision On Petition (copy enclosed) issued, which 
dismissed the Petition on the grounds that it failed to provide "a statement by a person having 
firsthand knowledge showing that the invention was made by the employee [Wolfgang Hoss] 
while employed by the 37 C.F.R. 1.47(b) applicant [Austriamicrosystems AG]". 

Accordingly, the undersigned is submitting the attached "Statement That the Invention 
Was Made During Employ by Assignee^ Austriamicroisystems". The statement is by Bemd 
Gessner, a person having firsthand knowledge that Wolfgang Hoss made the invention during his 
employment by Austriamicrosystems AG. 

Since the remaining documentation submitted with the February 5^^ Petition was deemed 
acceptable for its various purposes as indicated in the attached Decision On Petition, upon this 
submission, it is submitted that the Assignee has satisfied its burden under 37 C.F.R. 1.47(b), 
Accordingly, grant of the Petition is respectfully requested. 
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The undersigned attorney representing Austriamicrdsystems AG in the U.S. can be 
reached at the address shown helow. Telephone calls should be directed to the undersigned at 
617-521-7896. 

Please apply any fees or credits due in this case, which are not already covered by check, 
to Deposit Account 06-1050. 



Fish & Richardson P.C. 
225 Franklin Street 
Boston, MA 021 10-2804 
. Telephone: (617) 542-5070 
Facsimile: (617) 542-8906 



Respectfully submitted, 



Date: 




2l702050.doc 
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IN THE UNITED STATES PATENT AND TRADEMARK OFFICE 

Applicant : Wolfgang H8ss Art Unit : Not Yet Assigned 

Serial No. : 10/554,970 Examiner : Noi Yet Assigned 

Filed : October 27. 2005 

Title : FLIP-Fl,OP CIRCUIT ASSEMBLY 

Mail Slop POT 

Connmissioner for Patents 

Office of POT Legal Administration 

P.O. Box 1450 

Alexandria, VA 2231 3-1 45Q 

STATEMENT THAT THE INVENTION WAS MADH DURING 
EMPLOY BY AS SIGNEE. AUSTRIAMICROSYSTBMS 



1, Bemd Gessner, am employed by the assignee of the above application, 
Austriamicrosysiems AG, as General Manager of its Automotive Business Unit. 1 was employed 
in this capacity at the time that the invention(s) described in the above application were made. 

I hereby confirm that 1 have firsthand knowledge that the invention(s) described in the 
above application were made by WoIfgangvHOSs during his employ at Austriamicrosysiems AG. 

I hereby declare that all statement made herein of my own knowledge are true and ihat all 
statements made on information and belief are believed to be true; and fUrthcr that these 
statements were made with the knowledge that willful false statements and the like so made arc 
punishable by fine or imprisonment, or both, under Section 1001 of Title 18 of the United States 
Code and that such willful false statements may jeopardize the validity of the application or any 
patent issued thereon. 

CERTIFICAJtOK MAfl-INC BY FIRSTCU.SS MAIL 

I hereby wrtliy under 37 CFR §2.197 thai Ihb corwspondcncc it being 
depOSilCd with the United States HoiUi) Service M flrit cla9ii mail v/iih 
•uffwient pOMge on the date indieatod beiuw and is ftddr«»od in the 
QwnmhiiWiW fyr TradomarH P.O. Box 1451. Alexandria. VA 23313- 
1451 

C^toofDepesU 
Signature 

Typed orprinwU Nunw of Pcrioo Signing Cerrificotc 
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Full name: 
Signature: 
Date: 



BemdGessner 



4^ 



Residence Address : Packer5trasse;20 
8501 Liebpch 



Citizenof: 



Austria 
Austria 



Post Office Address: Packcrstrassc 20 
8501 Lieboch 
Austria 



Please direct aay correspondence concerning tliis statemtait or the associated petition under 37 
C.F.R. 1.47(b) to: 

Paul A. Pysher 
Registration No. 40 J80 
Fish & Richardson P.C. 
225 Fi^klin Street 
Boston, MA 021 10.2804 
Telephone: (617)521^7896 
Facsimile: (617)542-8906 
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UNITED States Patent and Trademark Office 



Commissioner for Patents 
United Slates Patent end Trademartc Office 
P.O. Box USD 
Alexandria. VA 22313-1450 



nSH & RICHARDSON P.C 
225 FRANKLIN STREET 
BOSTON. MA 021 10-2804 



breApplicaiionof 

HOSS. Wolfgang 

AppUcationNo^: 10/554,970 

PCTNo,:PCT/EP04/01615 • 

Int Filing Date: 19 February 2004 

Priority Date: 28 April 2003 

Attorneys Docket No.: 14603-016US1 P2003,0256US 

For FLIP-FLOP CIROJIT ASSEMBLY 



DECISION ON 
PETITION 
UNDER 37 CFRl,47(b) 



This decision cdnects the erroneous application and background information of the decision 
mailed 15 May 2007. The period to respond'to this decision is res^ to start with the mailing date of 
this decision. 

This is a decision on applicant's 'Tetition Under 37 CFJR. 1 .47(b)," Gled in the United 
States Patent and Trademark Office on 05 February 2007 on behalf of the assignee and the non- 
signing mveator Wolfgang HOss. The petition under 37 CFR 1.47(b) is DISMISSED, 



BACKGROUND 

On 19 February 2004, applicant filed international application PGT/EP04/0I61 5, claiming a 
priority date of 28 April 2003. The thirty-month period for paying the basic national fee in the 
Itaited States expired at midnigfht on 28 October 2005. 

On 27 October 2005, ^plicant filed a transmittal letter for entry into the national stage in 
the United States, which was accompanied, inter alia, by the requisite basic national fee. 

On 05 September 2006, the Office mailed a Notification of Missing Requirements (Form 
PCT/DO/EO/905) indicating, inter alia, that an oath or declaration of the inventors in compliance 
with 37 CFR 1.497(a)-(b) and the surcharge for late filing of the oath or declaration were required. 

On 05 February 2007, applicant submitted the declaration, the surcharge for late filing of 
the declaration, a three-moiith extension fee, the present petition under 37 CFR 1.47(b) 
requesting acceptance of the application without the signature of the ^plicant and» a "Statement 
of Facts'' to support the petition. 
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Disqygsioy 

A petition under 37 GFR l ,47(b) must be accompanied by (1) the fee undw 37 CFR 1.170^, 
(2) factual proof that the inventor refuses to execute tilie application or cannot be reached after 
diligent effort, (3) a statement of the last known address of the inventor, (4) an oath or declaration 
by tile 37 CFR 1.47(b) applicant on behalf of and as agent for die non-signing inventor^ (5) proof 
tiiat die 37 CFR 1.47(b) ^plicant has sufiBdent proprietary interest in tiie application, and (6) a 
showing tiiat such action is necessaiy to preserve the lig^its of the parties or to prevmt iiteparable 
damage* 

Witii regard to item (1), in view of petitioner's autiiorization, die requisite fee of $200 under 
37 C J-R- 1 .17(g) has bera charged to petitioner's Dq)0sit Account No. 06-1050. 

With regaid to item (2), flie copies of letters mailed by Mr. Martin Brand and Mr. Wilhelm 
loping, die declarations of Ms. Tabea Strassner and Mrs. Kaiin Kammerer-Feigs and, the copies of 
die delivery receipts are appropriate to show diat non-signing inventor Wolfgang Hdss refuses to 
execute the application. 

Widi regaid to item (3), die "Statemmt of Facts'' lists die last known address of non-signing 
inventor Wolfgang HOss as: Dr.-Ixmischstiasse i S^ A-80S4 Ckaz, Austria. 

Witii regard to item.(4), die declaration executed by die 37 CFR 1.47(b) complies widi 37 
CFR. 1.497(a)-(b). 

Widi regard to item (5), die copy of non-signing inventor Wolfgang Hfiss's employment 
agreement satisfies die requirements of 37 C.F.R. 1.47(b). However, petitioner has not provided a 
statemmt by a person having firsdiand knowledge showing diat diat the invaition was made by the 
employee while employed by die 37 C.FJL 1.47(b) applicant MPEP 409.03(f)- 

Widi regard to it^ (6), petitioner has demonstrated diat in^anable haxm will result if die 
application is not pennitted to proceed. 

Based on die totality of die evidence cuncnUy of record, it would not be appropriate to 
consider the requiremmts of 37 CFR 1 i47(b) to have bem satisfied^ 



CONCLUSION 

Applicant's petition requesting acceptance of die application widiout die signature of die 
inventor is DISMISSED, without prejudice, for the reasons described supra. 



If reconsideration on the merits of this petition is desired, a proper response must be filed 
widiin TWO (2) MONTHS fi:om the mail date of tiiis decision. Any reconsideration request 
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should include a cover letter oititled "Renewed Petiticin Uiider 37 CFR 1.47(b)." No additional 
petition fee is required. 



Any further correspondence with respect to this matter should be addressed to Mail Stop 
PCT, Conunissioner for Patents, Office of PCT Legal Administration, P.O. Box 1450, 
Alexandria, VA 22313-1450, with the contents of the letter marked to the attention of the PCT 
Legal Office . 



Leonaid Smith 

PCT Legal Examiner 

Office of PCT Legal Administration 

Telephcme: (571)272-3297 

Facsimile: (571)273-0459 



Stefan Staicovici 

PCT Legal Examiner 

Office of PCT Legal Administration 

Telephone: (571)272-1208 



